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TRADEMARK REGISTRATION 
(Intellectual Property Advisory No. 1) 

 

  

  Your intellectual property is a key asset of your business; significant efforts should be 

taken to ensure it is adequately protected. It is important to secure and register what is (or what 

will become) your intellectual property. This will save costly efforts later on to acquire your 

business name or mark now being used by another individual or entity, or to defend any actions 

brought against you for alleged violations of another’s intellectual property 
1
.   

 

Intellectual property means everything from confidential information that is not disclosed 

publicly, to patents, including: 

 

 Trade secrets 

 Fictitious business names 

 Trade names 

 Trade marks 

 Service marks 

 Domain names 

 Facebook, Twitter and Other Social Media Networks 

 

It is important to plan your business venture thoroughly and well into the future, 

preserving its potential value by claiming and appropriately registering all intellectual property. 

 

This Advisory is neither exhaustive nor tailored to your specific situation.  You should 

discuss your personal situation with us or with your own attorney.  Our representation is only 

undertaken through a written engagement letter and not by the mere distribution of this 

Advisory. 

 

                                                 
1
 We have had situations in which national and international enterprises acquire companies solely for their name and 

pay millions; software companies are developed around this same concept – to be acquired for their software, their 

intellectual property. 
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Initial Trademark Registration Process.  One of the most common intellectual 

property ownership situations we come across at Buynak, Fauver, Archbald & Spray, LLP is in 

the trademark arena – words, phrases, symbols or designs that distinguish one person’s goods or 

services from another’s. To gain nationwide protection of your trademark, the design/logo/words 

must be filed with the United States Patent and Trademark Office (USPTO), after a search has 

been undertaken to ensure that the trademark is not already registered or in existence elsewhere 

(common law mark). 

 

There are a number of decisions that must be made before you can register your 

trademark with the USPTO. Most trademarks are registered online, using the USPTO’s 

“Trademark Electronic Application System” (TEAS). 

 

 Choose your trademark. Besides making sure that your trademark is not already 

in use (see “Searches” below) the USPTO has additional guidelines that it follows when deciding 

whether it will register a trademark. It will not register a trademark which is a) the generic name 

of a good; b) immoral, deceptive or scandalous; c) merely descriptive of the goods or services; d) 

disparaging or falsely suggests a connection to a person, religion, belief or symbol; e) includes 

the flag or coat of arms of the US or another country; f) solely geographically descriptive; or g) 

consists of a name, portrait or signature identifying a particular living individual, except by that 

individual's written consent. These guidelines must be considered when creating your trademark. 

 

Design mark or word trademark? You can choose to register either a “design” 

mark or a “word” mark. Under a design mark your words or logo are registered in the form of 

specific colors, fonts, logos, or pictures.   Thus, infringement of this type of trademark would 

only occur by someone else using your specific logo, font, color or picture and therefore 

provides only narrow protection.  

 

In this case of a word mark, only words are registered in black and white, without 

any design element or special font. So, any infringement of the words/phrases/symbols 

themselves is a violation of your trademark – hence this category provides much broader 

protection.  Thus, it is best to file a word mark first or contemporaneous with the filing of a 

design mark or a combined design and word mark.   

 

Goods or Services? A “good” is defined as a product (e.g. a boat) while a 

“service” is an activity performed for the benefit of someone else (e.g. boat rental services). You 

may list both goods and services in an application. When assisting you, we will guide you 

through the various “classes” of goods and services authorized by the USPTO. 

 

Searches. Once you have decided on your trademark wording and/or design and 

whether it will be classified as goods and/or services, a search must be undertaken to make sure, 
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to the extent possible, that no one else can claim a right to use your chosen trademark. The more 

novel, arbitrary, and creative your trademark, the less likely it is to be already in use or 

previously registered in connection with identical or related goods and/or services. Invented 

words and arbitrary words are often used for this reason – well known examples are Xerox (for 

copy machines), Apple (for computers), and Kleenex (for tissue).   We will undertake a search of 

the USPTO database to find any prior registrations. In addition, an internet search will be utilized 

to discover any unregistered but conflicting uses of your chosen name. For additional searching 

security, we can also commission a Thomson Trademark search for an additional fee. 

 

Basis – “Intent to Use” or “Use in Commerce”? You may file your trademark as 

either an “intent to use” or “use in commerce” application. “Intent to use” occurs when your 

trademark is not yet used, but you would like to protect the trademark for the future. This 

involves filing a statement of use and paying an additional fee prior to registration once there is 

use of the mark in interstate commerce. A “use in commerce” application is filed when there is 

already use in interstate commerce of the mark in connection with the goods/services. We 

strongly suggest that you begin the registration process as soon as you consider a name or 

design.  Otherwise, you may invest a great deal in a product, have the “perfect” name 

(trademark) for the product, and start your marketing for the launch, only to find that the 

trademark/service mark cannot be registered or used in commerce due to prior use by third 

parties.  

 

Federal or State Registration? Although you can go the route of registering both 

a state and federal trademark, we recommend that only one is undertaken. Federal registration 

provides greater protection but the registration process is more rigorous, time consuming and 

expensive. Some companies that do not require the extent of federal protection or would prefer a 

less expensive alternative choose to file only a state registration (which only protects in the mark 

in that state).  However, state protection does not provide notice nationwide and if there is use of 

the mark in interstate commerce, it is wise to proceed directly to Federal registration of the mark 

with the USPTO.   

 

Once you have decided all these matters, we file the application with the payment of 

appropriate fees. The USPTO assigns your case to an attorney after 3-4 months and that attorney 

will review the application, description and any additional documents as well as undertaking 

their own research into your trademark.  At that time the mark may be approved or receive an 

Office Action (OA) rejecting the mark due to procedural issues (changing the description of 

goods or adding a disclaimer) or substantive problems if the mark is descriptive of the goods or 

confusingly similar to another mark.  We would have the opportunity to respond to the OA to 

overcome any concerns or rejections. 
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The following schedule sets out the prices for Buynak, Fauver, Archabld & Spray LLP’s 

fees and the USPTO costs for filing a trademark registration. These fees are only up to the time 

of submission of the registration; any subsequent Office Action responses and further activities 

are charged on an hourly basis, as outlined.  

 

Trademark Pricing: 

 

   Attorney Costs Filing Fees 

Federal Trademark 

Application (use in 

commerce) 

$1,000 per mark 

(includes a preliminary 

USPTO and Internet search) 

$275 per mark, per class 

(electronic filing) 

Federal Trademark 

Application (intent to use) 

$1,000 per mark 

(includes a preliminary 

USPTO and Internet search) 

$275 per mark, per class 

(electronic filing) 

Statement of Use after 

Allowance of Intent to Use 

Application 

$500 per mark $100 per mark, per class 

Extension of Time to File 

Statement of Use  

$500 per mark $150 per mark, per class 

State Trademark 

Application 

$600 per mark $70 per mark, per class 

Response to each Office 

Action 

These services are provided 

at an hourly rate of $400 per 

hour and usually vary from 

$750 to $2,000, depending 

on the complexity of the 

Office Action. 

If classes are added to 

application: $275 per 

class 

Thomson Trademark US 

Full Availability Search & 

Legal Analysis 

$900 - $1,200 per mark, 

depending on complexity 

$595 (3 day turnaround) 

$935 (next day) 

$1,265 (same day) 

$1,525 (4 hour) 

Trademark “Policing”. Upon registration, you are authorized to use the ® symbol. 

(Prior to registration, you may use the ™ or 
SM

 symbol for your trademark or service mark. This 
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alerts the public to the fact that you claim ownership of this mark, even though the mark is not 

registered.) 

 

 After registration, it is important to protect your registered trademark by preventing 

others from using it and prosecuting those who attempt to do so, this is called “policing” your 

mark. We recommend that you undertake an internet search on a weekly basis (one option is to 

set up a “google alert” to send you all new hits for a particular word/phrase on a daily/weekly 

basis) and a USPTO search on a monthly basis. Any infringer should be sent a cease and desist 

letter which we can draft on your behalf. The earlier you contact the infringers and inform them 

of your registration, the easier and cheaper it usually is to phase out their infringing use. It is also 

important to be vigilant to preserve your rights in the mark in the event of litigation. 

Post-registration renewals. After the mark is registered, it is essential to continue using 

the mark in commerce because the mark must be used in order to be renewed.   Between the 5
th

 

and 6
th

 years after initial registration, a declaration that you are using the mark in commerce must 

be filed with the PTO.  If this declaration is not filed, the trademark will be canceled and 

removed from the register. You may also file an “incontestable renewal” after five consecutive 

years of using the trademark in commerce. This provides conclusive evidence of the validity and 

ownership of the registered mark.  

Between the 9
th

 and 10
th

 year after registration, and every 10 years from that date, you 

must file another declaration of use to renew the mark. 

 The prices for these subsequent renewal processes are set out below. 

 

Trademark assignments 

(including drafting and 

recording) 

$400 to $600 per mark, 

depending on complexity 

$40 (first mark), $25 

(subsequent marks, same 

assignment document) 

Declaration of Continued 

Use (§8 Affidavit)  

$500 per mark $100 per class 

Declaration of 

Incontestability (§15) 

$500 per mark $200 per class 

Renewal (§9) $500 per mark $400 per class 

 

 As part of our services, we create a log and prompt you on these deadlines between the  

5
th

 and 6
th

 and the 9
th

 and 10
th

 years. Our goal is for you to have an “incontestable” mark that is 

well policed and well received in the marketplace. 
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As always, you should be sure that additional legislation has not been enacted or court 

decisions rendered, that would change the above advisements.  This Advisory is neither 

exhaustive nor is it tailored to your specific situation.  You should discuss your individual 

situation with us or your own attorney.  We look forward to being of assistance to you. 

 

  

       S. Timothy Buynak 

Business and Tax Attorney 

    

 

 

 

 This Advisory is one of a series of business and tax advisories prepared by the attorneys at 

Buynak, Fauver, Archbald & Spray, LLP. Should you have further questions regarding the information 

provided in this Advisory, please contact the author listed above.   

 

 Buynak, Fauver, Archbald & Spray, LLP provides business legal services to individuals, business 

entities and nonprofit organizations from entity formation and start up, through day-to-day operations 

and exit strategies. 
 
 


